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Claims 7-36 are rejected, as discussed below, under 35 

U.S.C. § 112, second paragraph, as being indefinite for failing 

to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Claims 7, 21, and 3 0 are vague and indefinite as to what is 

meant when "a" is 0 and R 13 is a conjugate. Claims 7 and 21 are 

also unclear as to what is meant by limiting the sum of either p 

+ q or r + s as being not more than 10 when each parameter can be 

no more than 5= Claim 10 is unclear as to whether "a" must be 

one. This is implied but written limitations are clear whereas 

implied limitations are confusing. Claim 12 is vague and 

indefinite as to what is being limited therein in that it appears 

to limit the A moieties to content that they must already have. 

Applicants may intend to limit the A group to containing a 

conjugate in one of the R groups but this is not what is therein 

cited. Claim 17 is similarly confusing in that the C and D 

moieties seem already to be limited to contain the listed R 

groups. Applicants may intend the conjugate to be present as a 

limitation in one of these R groups but this is not what the 

claim presently cites. 

The following is a quotation of the appropriate paragraphs 

of 35 U.S.C. § 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(a) the invention was known or used by others in this 
country, or patented or described in a printed publication 
in this or a foreign country, before the invention thereof 
by the applicant for a patent. 
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Claims 1-10, 18-24, and 30-33 are rejected under 35 U.S.C. 
§ 102(a) as being clearly anticipated by Egholm et al.(ref. BU) . 

Egholm et al.(BU) disclose PNA monomers with aromatic 
conjugate attachments to various bases as shown on page 800 whihc 
reads on the instant claims. These monomers are incorporated 
into PNA polymers prior to removal of the base conjugate 
protective groups thus reading on the above PNA polymer claims. 
Lysine end conjugate practice is also disclosed in the reference. 

The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 



action: 



A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 

nf FS«^^f ° nl l ?? d6r subsection (f> or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
psirson . 

This application currently names joint inventors In 
considering patentability of the claims under 35 U S C § 103 
the examiner presumes that the subject matter of the 'various ' 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point Suf 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
ti q r % ?no^f r to , consider th e applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

Claims 1-4 and 6 are rejected under 35 U.S.C. § 103(a) as 
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being unpatentable over Summerton et al . (P/N 5,166,315) . 

The invention is directed to PNA conjugates with a variety 
of linkage sites on the PNA of conjugate moieties such as a metal 
chelator that may be utilized in nucleic acid cleavage. 

Summerton et al.(P/N 5,166,315) disclose a generic variety 
of PNA embodiments with several types of backbone types in the 
PNA polymer. Two of these backbone types are depicted in Figures 
8C and 8E of the reference. These backbone types are included in 
instant claim 1 which sites amino groups in the backbone with a 
tethered nucleobase. The R x moieties of Summerton et al . (P/N 
5,166,315) are nucleobases. Conjugate practice wherein an iron 
chelate is attached to an end of the PNA polymer is disclosed in 
the reference in column 28, lines 15-32. Summerton et al.(P/N 
5,166,315) also discloses the attachment of signal moieties onto 
the PNA polymers in column 28, line 57, through column 29, line 
3 . 

Thus, it would have been obvious to someone of ordinary 
skill in the art at the time of the instant invention because 
Summerton et al.(P/N 5,166,315) generically disclose a variety of 
PNA polymer backbone types including the type with backbone amino 
group attachment of nucleobases as well as conjugates with metal 
chelators and signal moieties attached to these PNAs thus 
resulting in the instantly claimed conjugate practice of the 
above listed instant claims as a specie of the generic 
disclosures of the reference. Species are deemed both motivated 
and suggested within a generic disclosure, if the features of the 
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species are clearly described as they are in Suramerton et al.(P/N 
5, 166, 315) . 

The non- statutory double patenting rejection, whether of the 
obvious-type or non- obvious -type, is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi , 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 3 7 CFR 
1.321 (b) and (c) may be used to overcome ah actual or 
provisional rejection based on a non- statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a Terminal Disclaimer. A Terminal Disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claims 1-20 and 30-36 are provisionally rejected under the 

judicially created doctrine of obviousness -type double patenting 

as being unpatentable over claims 1, 3-5, and 9 of copending 

application Serial No. 08/108,591. Although the conflicting 

claims are not identical, they are not patentably distinct from 

each other because the L groups of both the instant disclosure 

and 08/108,591 include reporters, chelators, intercalators , etc. 

that are also included as conjugates as instantly defined on page 

15 of the specification, for example. These L group embodiments 

thus may be defined as conjugates either in the L group or if a 

monomeric residue is located at an end of the polymer this 

includes end conjugate practice. Thus, each monomeric residue in 

the claimed PNA polymer of both disclosures may be designated as 



conjugate practice or PNA monomers thus resulting in common 
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embodiments between the claims of both disclosures that supports 
this rejection. 

This is a provisional obviousness- type double patenting 
rejection because the conflicting claims have not in fact been 
patented . 

The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may hot be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. § 103, 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 3 7 C.F.R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

Claims 1-20 and 30-36 are provisionally rejected under 35 

U.S.C. § 103(a) as being obvious over copending application 

Serial No. 08/108,591. 



Copending application Serial No. 08/108,591 has a common 
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inventor, but not the same inventors, compared with the instant 

application. Based upon the earlier effective U.S. filing date 

of the copending application, it would constitute prior art under 

35 U.S.C. § 102(e) if patented. This provisional rejection under 

35 U.S.C. § 103(a) is based upon a presumption of future 

patenting of the conflicting application. 

This provisional rejection might be overcome either by a 
showing under 3 7 C.F.R. § 1.132 that any unclaimed invention 
disclosed in the copending application was derived from the 
inventor of this application and is thus not the invention "by 
another" , or by a showing of a date of invention prior to the 
effective U.S. filing date of the copending application under 37 
C.F.R. § 1.131. 

The disclosure is objected to because of the following 
informalities : 

In the specification on page 16, line 24, the word 
"drrivatized" appears to be misspelled. 

In claim 7, line 4, the word "ineteger" appears to be 
misspelled. 

Appropriate correction is required. 

No claim is allowed. 

Papers related to this application may be submitted to Group 
1800 by facsimile transmission. Papers should be faxed to Group 
1800 via the PTO Fax Center located in Crystal Mall 1. The 
faxing of such papers must conform with the notices published in 
the Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 
(November 16, 1993), and 1157 OG 94 (December 28, 1993) (See 37 
CFR § 1.6(d)). The CM1 Fax Center number is either (703) 305- 
7401 or (703) 305-3014. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Ardin Marschel, Ph.D., whose telephone number is (703) 308-3894. 
The examiner can normally be reached on Monday- Friday from 8AM 
to 4 P.M. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, W. Gary Jones, can be 
reached on (703) 308-1152. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Chemical Matrix 
receptionist whose telephone number is (703) 308-0196. 



September 30, 1996 




AR05N H. MARSCHEL 
PATENT EXAMINER 
GROUP 1800 



